APPUCATION NO. 

09/007. 093 

r 



FILING DATE 

01 /:l 4/93 



3jjYj ?^ BURNEV 

SUITE 701 -,nn-lir 

o.-:u-i MM I VERS I TY aVNbUE 

TORONTO ON M5Q 1R7 
CANADA 



'^-^'^ ' UNITED STATE^£PARTMENT OF COMMERCE 
united States Patent and Trademark Oi^^^^^ 

. Tress: COMMISSIONER OF PATENTS AND TRADEMAB.^ \ 

>^ Washington, D.C. 20231 K^hJ^' 




FIRST NAMED INVENTOR 



ANAMD 

HM 12/ 07 17 



1 



ilR MAIL 



ATTORN EY DOCKET NO. 

103S-76.5-MIS 



EXAMINER 



TUNG. M. 



ART UNIT 



PAPER NUMBER 



1644 
DATE MAILED: 



07/17/01 



P.ea,e«n<..,ow,n.,ora«ac.«.,nOmceco— on — -appu«^^^^ 

Proo^^'^^^- commissioner of Patents and Trademarks 



PTO-90C (Rev.11/00) 



1. File Copy 




Mary B. Tung 



MONTH(S) FROM 



'T^horteS statutory period for reply is set to expire 

^HE MAILING DATE OF THIS COMMUNICATION^^ ^^^^^^ ^ ^^^^ ^ ^ 

.|ftheperiodforreplyspec.fledabove.slessthantnnyv SIX (61 MONTHS from the mailing date of this 

be considered timely^ 3ta,utory period wili apply and will expire SIX (6) MONTH 

-If NO period for reply IS specified aoove, men. „„„ abandoned (35 U.S.C. § 133). 

•■^siS»^Sr— ^^^^^^^ 

status . i/3/2001 anr/ 4/30/2001 
^)m Responsive to oommunication(s) filed on _vmm^ 

. 2b) S This action is non-final. 

2a) □ This action is FINAL. _ prosecution as to the merits is 




is/are pending in the applica 
is/are withdrawn from consider? 
is/are allowed. 
_ is/are rejected, 
is/are objected to. 



are subject to restriction and/or election requirem 



Application Papers 

9) □ The specification is objected to by the Examiner. 

10)D The drawing{s) filed on 



is/are objected to by the Examiner. 

is-.ap approved b)Ddisapproved. 



-IDD The proposed drawing correction filed on . 

12) □ The oath or declaration is objected to by the Examiner. 

ge^ent^^^ 
a)n All b) □ Some* c) CNone of; 

1 n certified copies of the priority documents have been received. 



2. □ certified copies of the priority ^"^"'^"^ ^^^^ ,,,, .^ceived in this National Stage 

3. □ copies of the certjed copies 0^^^^^^^ 

.eethea«ach^i=^^^^^ 



*Seethe attached aeiaiiea wmuc av^.w.. ^ oc 1 1 c r r iiqfe^ 



Attachment(s) 

15) □ Notice of References Cited (PTO-892) 

,6) DNotice of Dransperson's Patent Dra^ng Review (PTM48) 

17) □information Disclosure Statement(s) (PTO-1449) Paper No(s). 

U S Patent and Trademark Office 

PTO-326 (Rev. 9-00) 



18) K >"te^'^ s""^"^^^ " 

19) □ Notice of Informal Patent Application (PTO-152) 

20) Daher: 



13 



Office Action Summary 



Part of Paper No. 18 



Page 2 

Serial No. 09/007,093 
Art Unit 1644 

DETAILED ACTION 



Claims 1-33 were originally presented. 

Claims 26 and 29-33 were cancelled in the paj^r fUed 1/14/98, Paper No. 2 
Non-elected claims 12-25 were cancelled in the pa^^r filed 1/25/99, Paper No. 4. 
4 Claims l-U, 27 and 28 are pending. 

T^e Examiner aclcnowledges the Applic^ts co— m W filed 4/30/2001, 
Paper nTh. The amendment filed 7/3/2000, Paper No. 12, is proper. 

Claim Rejections - 35 U.S.C. § 103 

5 Applicant's argument, filed in fl>e i«p«r filed in Paper No. 12, have been Mly 
considered but they are not persuasive. 

employ a recombinant approach to prov^flie ^^^^^^^^J^, ^ 
S^aS rr — -SS^SIiies . oMer to reduce variability 
^wl blX and also to make MtflWies in large amounts. 

«tc «nH Fxaminer's reply discussed supra, are applicable to the 
9. The Applicants' arguments and Exammer s repiy 

instant rejection. 

. 1 • 1 1 1 97 «nf1 28 under 35 U.S.C. 102(a) as being unpatentable 
10 The rejection of clauns l-U, 27 and 28 under « u v 337.2365, 

over Barber (US Patent ffD,iy^,^->'*) 17 r p T? 1 131 

is hereby wiUidra™ in light of the declaraaon filed under 37 C.F.R. 1.131. 



# 
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17 The reiection of claims 1-11, 27 and 28 under 35 U.S.C. § 102(a) as being 
'^^i2ult^Zi.r et al. (J. Virol. 69(4):2357.2365, 1995), is hereby withdrawn m hght 
of the declaration filed under 37 C.F.R. 1.131. 

Double Patenting 

13. Tie rejection of claims 1-11, 27 and 28 under the f^ffyj^^f ^^^^ 

zs^^^f:r^or.i:;h^^'^r^y ^^^^^^^^ 

declaration filed under 37 C.F.R. 1.131. 

14. Tl«.ejectionofclain»l-11.27and28s.and,ejecBdunder« 

declaration filed under 37 C.F.R. 1.131. 
m following is a new grounds for rejection: 

Claim Rejections - 35 U.S.C. § 112 

15. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
tody claiming the subject matter which the Applicant regards as his mvention. 

ifi Claims 1-11 27 and 28 are rejected under 35 U.S.C. 112, second paragraph, as being 
Lfin^eTr flilil^g to particularly U out and distinctly claim the subject matter wh.ch 
Applicant regards as the invention. 

1 7 mere is a lack of antecedent basis in the phrase "monoclonal antibody moiety" . The use 

pt^e "i^mbinant monoclonal antibody moiety" would overcome this rejection. 

Conclusion 

18 Patters related to this application may be submitted to Group 1640 by facsimile 
SSmis^ Pl^rs shoiSd be faxed to Group 1640 via the PTO Fax Center located m 
~Sl. faxing of such i^i^rs must confo^ wi^^^^ 

Official Gazette, 1096 OG 30 (November 15, 1989). THE CMl FAX CbNlbK 
TELEPHONE NUMBER IS (703) 305-3014 or (703) 308-4242. 

19 Any inquiry concerning this communication or earlier ^^^^^^^^^^^^f^f ^.^^ 
2uld ^directed to Mary Tung whose telephone nmnber is f 03)308.9344^ The 
Ex^er can nonnally be reached Tuesday through Friday from 8:30 am to 6.00 pm. A 
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it . xr „ttpmT)ts to reach the 

„ .ay be left on O^e ^^^^^^^^^^ Chan can 
SSer by telephone are ^^^<^f *^^'f^nLl nfmre or relating to the status 
Sched on (703) ^^STS:o^% 1640 receptionist whose telephone 

of this application should be directea to 
number is (703) 308-0196. 



July 16, 2001 
Mary B. Tung, Ph.D. 
Patent Examiner 
Group 1640 





